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PAT E N T S

The author sums up the high court’s Kimble v. Marvel decision with a twist on the advice

given to Spider-Man—‘‘with great power comes the ability not to act.’’

Supreme Court’s Marvel Decision Provides No Comic Relief for Toy Inventor

BY MITCHELL N. REINIS

S ometimes you just cannot win. Even if you are
right and even if you get your case all the way to
the U.S. Supreme Court, you can still get caught in

the web of inapt precedent. And even with scholarly
consensus supporting your position—and a majority
opinion acknowledging its decision is possibly
incorrect—you’re still stuck. As Uncle Ben might have
advised Peter Parker, ‘‘with great power comes the abil-
ity not to act.’’ That’s the lesson in the Court’s recent
decision in Kimble v. Marvel Entertainment, LLC.1

Based on the principle of stare decisis, the Supreme
Court has used the Marvel case to deny an inventor/
patentee the right to charge royalties after expiration of
a patent. In so holding, the Court reaffirmed the right of

a patent licensee to avoid enforcement of the royalty
provision of a license agreement after expiration of the
patent. Justice Kagan, writing for 6-3 majority, declined
to overrule the Court’s 1964 decision in Brulotte v. Thys
that succinctly held ‘‘a patentee’s use of a royalty agree-
ment that projects beyond the expiration of date of the
patent is unlawful per se.’’2 In reaching that decision,
Brulotte sidestepped its seemingly inconsistent earlier
decision in Automatic Radio v. Hazeltine Research3 as
‘‘not in point.’’4 Hazeltine upheld payment of license
royalties beyond the then patent term under the doc-
trine of ‘‘licensee estoppel.’’ Neither Brulotte nor Mar-
vel discusses this seemingly relevant contract principle,
explored in depth and ultimately rejected by Lear v. Ad-
kins,5 that prevents licensees from challenging the title
of their licensors.6

Marvel involves a patent for a Spider-Man toy that al-
lows the user to shoot foam string from the toy’s hand.
Kimble, the inventor, met with Marvel’s predecessor to
discuss a deal to exploit the toy. Thereafter, without
benefit of a license to use the toy, Marvel’s predecessor
began selling a competitive item. This led to an action
for patent infringement and ultimately a settlement
agreement whereby Kimble’s patent was sold to Mar-

1 Kimble v. Marvel Entm’t, LLC, No. 13-720, 2015 BL
197538, 114 U.S.P.Q.2d 1941 (U.S. June 22, 2015) (90 PTCJ
2470, 6/26/15).

2 Brulotte v. Thys Co., 379 U.S. 29, 34 U.S.P.Q. 264 (1964)
3 Automatic Radio Mfg. Co. v. Hazeltine Research, 339 U.S.

827, 836, 85 U.S.P.Q. 378 (1950).
4 Id.
5 Lear v. Adkins, 395 U.S. 653, 662, 162 U.S.P.Q. 1 (1969).
6 Marvel is distinguishable because it involved an underly-

ing patent infringement settlement and did not involve pure
royalty licenses as did Brulotte. 379 U.S. at 30. See also Mar-
vel footnote 2. Under patent and copyright law, a license
agreement conveys no proprietary rights in intellectual prop-
erty; it is merely a bare agreement not to sue the licensee for
infringement. Harris v. Emus Records Corp., 734 F. 2d 1329,
1334, 222 U.S.P.Q. 466 (9th Cir. 1984). Thus, the Marvel
Court’s reliance on patent law to invalidate a negotiated con-
tractual term seems unwarranted.
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vel’s predecessor in exchange for a lump sum payment
and a 3 percent royalty on future sales. As neither side
was aware of the holding in Brulotte, the settlement
agreement set no termination date for the payment of
royalties; the parties were apparently contemplating
that royalties would continue as long as products sold.

Following settlement of the infringement case, Mar-
vel discovered the decision in Brulotte and sought a de-
claratory judgment confirming it could cease paying
royalties in 2010 at the conclusion of the patent term.
The district court approved that relief and held the roy-
alty provision unenforceable after expiration of the pat-
ent.7 The U.S. Court of Appeals for the Ninth Circuit af-
firmed while making it clear that it was uncomfortable
doing so. It’s opinion stated that the Brulotte rule ‘‘is
counterintuitive and its rationale is arguably unconvinc-
ing.’’8

The majority justified the decision in Marvel based
on notions of stare decisis even though it too suggested
that the decision might be incorrect. It noted that a
broad scholarly consensus supported Kimble’s position
that post-expiration royalty arrangements more often
increase than inhibit competition. Justice Kagan quotes
Justice Brandeis’ statement that it is ‘‘more important
that the applicable rule of law be settled than that it be
settled right.’’9 She went on to say: ‘‘Indeed, stare deci-
sis has consequence only to the extent it sustains incor-
rect decisions; correct judgments have no need for the
principle to prop them up. Accordingly, an argument
that we got something wrong—even a good argument to
that effect—cannot by itself justify scrapping settled
precedent.’’ She justified the opinion by contending
that stare decisis carries enhanced significance when
the decision interprets a statute. In such an instance, it
is for Congress to step in to avoid the perceived ill-
effects.

Additionally, the majority in Marvel seem to condone
work-around devices in cases where licensors avoided
the strict holding of Brulotte by employing contractual
devices not facially violative of the patent term statute,
35 U.S.C. § 154. Justice Kagan, noting that Brulotte was
decided over 50 years ago during which period Con-
gress amended Section 154 and eschewed many oppor-
tunities to reverse that decision, stated: ‘‘Critics of our
ruling can take their objections across the street, and
Congress can correct any mistake it sees.’’

Notwithstanding that the parties in Marvel were ad-
mittedly unaware of Brulotte when they made their
settlement, the majority stated that ‘‘so long as we see a
reasonable possibility that the parties have structured
their business transactions in light of Brulotte, we have
one more reason to let it stand.’’ Further, the Court felt
that Brulotte provides a bright line rule that is easy to
understand and apply.

Kimble argued that Brulotte rests on a mistaken view
of competitive effects of post-expiration royalties and
that it suppresses technological innovation and thereby
harms the economy. He suggested that the Court apply
a flexible ‘‘rule of reason’’ analysis such as found in an-
titrust decisions. The Court countered that Brulotte was

not an antitrust case where stare decisis has less force.
‘‘Kimble’s reasoning may give Congress cause to upset
Brulotte, but does not warrant this Court’s doing so.’’

The dissent in Marvel, written by Justice Alito (joined
by Chief Justice Roberts and Justice Thomas), accuses
the majority of using stare decisis, normally a tool of re-
straint, as ‘‘judicial overreach.’’ The dissenters con-
clude that the decision interferes with the ability of the
parties to negotiate licensing agreements that reflect
the true value of a patent, and it disrupts contractual ex-
pectations.’’ Further, the dissenters argue that Brulotte
was not a true case of statutory interpretation, and the
majority did not really explore the economic arguments
raised by Kimble.

In Brulotte, the owner of various hop-picking ma-
chines sold the machines for a flat fee and issued sepa-
rate licenses to use the patents, all of which expired
prior to the terms of the licenses. The licensees refused
to make royalty payments, and the Washington trial
court and Supreme Court rendered judgment for the li-
censor. The Supreme Court reversed the judgment in-
sofar as it allowed royalties to be collected after the last
of the patents expired. Its decision was based upon the
conclusion that once the term of the patent monopoly
expired, the patent became ‘‘public property,’’ and it
was inappropriate to use the monopoly bargaining
power to extract royalties after the patent expired.10

The holding of Brulotte was that ‘‘a patentee’s use of a
royalty agreement that projects beyond the expiration
date of the patent is unlawful per se. If that device were
available to patentees, the free market visualized for the
post-expiration period would be subject to monopoly in-
fluences that have no proper place there.’’11

Ironically, neither Marvel nor Brulotte discusses li-
censee estoppel, the specific contractual doctrine that
Brulotte silently rejected. The licensee estoppel concept
endured for so long that it was referred to as a ‘‘vener-
able’’ doctrine whereby contracting parties were pre-
vented from challenging their licensor’s title.12 The ra-
tionale for the licensee estoppel doctrine is that a li-
censee should not be permitted to enjoy the benefits of
the agreement while simultaneously arguing that the
underlying patent is voidable.13 It had been the law
prior to the holding in Brulotte, for many years—far
longer than the 51 year period between Brulotte and
Marvel.

In Lear v. Adkins, the Court critically explored the
history of licensee estoppel before concluding that a li-
censee could avoid paying royalties after proving the in-
validity of a patent and remanded the case to determine
the validity of royalty payments before the patent is-
sued.14 The first case to invoke licensee estoppel was
Kinsman v. Parkhurst.15 Some 50 years thereafter, in
1905, Justice Holmes, sanctioned use of the estoppel
doctrine without questioning its wisdom, in U.S. v. Har-
vey Steel Co.16 That case involved a contract for the

7 692 F. Supp. 2d 1156, 1161, 2010 BL 45070 (D. Ariz.
2010).

8 727 F.3d 856, 857, 107 U.S.P.Q.2d 1496 (9th Cir. 2013) (86
PTCJ 583, 7/19/13).

9 Burnet v. Coronado Oil & Gas Co., 285 U.S. 393, 406
(1932) (dissenting opinion).

10 379 U.S. at 30, 33.
11 Id. at 33.
12 Lear v. Adkins, 395 U.S. at 675. ‘‘The doctrine of estop-

pel has been considered by this Court in a line of cases reach-
ing back into the 19th Century.’’ 395 U.S. at 662.

13 Flex-Foot v. CRP, Inc., 238 F.3d 1362, 1368, 57
U.S.P.Q.2d 1635 (Fed. Cir. 2001) (61 PTCJ 349, 2/9/01).

14 395 U.S. at 674.
15 18 How. 289 (1856).
16 196 U.S. 310 (1905).
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right to a patent for treatment of armor plate in con-
struction of vessels. The Court held against the United
States and disallowed it from setting up the invalidity of
the patent. The holding was that when a licensee is sued
for royalties, it ‘‘is estopped to deny the validity of the
patent which he has been using, and to give him the
benefit of litigation by or against third persons, notwith-
standing that rule.’’

For many years prior to Lear, the licensee estoppel
doctrine was relied upon in patent (Automatic Radio) as
well as copyright (Danks v. Gordon17) cases. The Su-
preme Court’s decision in Hazeltine referred to it as the
‘‘general rule.’’18 However, the Court in Lear disagreed
and concluded that even before Hazeltine licensee es-
toppel was not the ‘‘general rule.’’19 The Lear Court
noted that ‘‘the uncertain status of licensee estoppel in
the case law was a product of judicial efforts to accom-
modate the competing demands of the common law of
contracts and the federal law of patents.’’20 While con-
tract law forbids a party from repudiating promises
when dissatisfied with the bargain made, federal law re-
quires that all ideas be dedicated to the public domain
unless they are protected by patent or copyright.21 The
Lear Court concluded that these efforts at compromise
were a failure.22

Lear addressed the conflicting interests as follows:
‘‘We think it plain that the technical requirements of
contract doctrine must give way before the demands of
the public interest in the typical situation involving the
negotiation of a license after a patent has issued.’’23 Ad-
dressing the decision in Hazeltine and eschewing any
compunction to uphold or follow it based on stare deci-
sis far lengthier than the 51-year period following Bru-
lotte, the Court in Lear announced that Hazeltine
‘‘should no longer be regarded as sound law with re-
spect to its ‘estoppel’ holding, and that holding is now

overruled.’’24 The holding in Lear was that the licensee
was allowed to ‘‘avoid the payment of all royalties ac-
cruing after Adkins’’ 1960 patent issued if Lear could
prove patent invalidity.25

As noted above, Marvel is distinguishable from Bru-
lotte in that Marvel arose from a settlement agreement
and a sale of the patent while Brulotte involved patent
licenses. Additionally, Marvel involved other concerns
not considered by the majority. That included the policy
of enforcing settlement agreements and res judicata. It
has been said that ‘‘the important policy of enforcing
settlement agreements and res judicata must them-
selves be weighed against the federal patent laws’ pre-
scription of full and free competition in the use of ideas
that are in reality a part of the public domain.’’26

The sale of the patent in Marvel under the settlement
agreement also seemingly implicates the more recently
evolving doctrine of ‘‘assignor estoppel.’’ This doctrine
estops the assignor or his privies from challenging the
validity of a patent.27

Inasmuch as the ‘‘venerable’’ doctrine of estoppel
was the ‘‘general rule’’ when Brulotte ignored the im-
pact of Hazeltine and other estoppel cases in 1964, it is
curious that the Court in Marvel, while questioning the
correctness of Brulotte, did not discuss estoppel, the
venerability thereof or explain why its considerably lon-
ger viability was not subject to the stare decisis doctrine
when Lear was decided in 1969. In any event, unless
Congress accepts the Court’s invitation to change the
law, Marvel breathes new life into the rule that when a
patent or copyright expires or the underlying property
is in the public domain, it may be made or sold by
whomever chooses to do so.28

17 272 Fed. 821, 827 (1921).
18 339 U.S. at 836.
19 395 U.S. at 664.
20 Id. at 668.
21 Sears, Roebuck v. Stiffel Co., 376 U.S. 225, 140 U.S.P.Q.

524 (1964), and Compco Corp v. Day-Brite Lighting, 376 U.S.
234, 140 U.S.P.Q. 528 (1964).

22 395 U.S. at 668.
23 395 U.S. 670.

24 Id. at 671.
25 Id. at 673.
26 See Flex-Foot v. CRP, 238 F.3d at 1368, 1370 (holding

that an accused infringer was contractually estopped from
challenging the validity of the patent). Said case also cites a
group of post-Lear cases that distinguish Lear and estop roy-
alty challenges. Id. at 1368-1369.

27 Diamond Scientific Co. v. Ambico, Inc., 848 F.2d 1220,
1224, 6 U.S.P.Q.2d 2028 (Fed. Cir. 1998).

28 Sears v. Stiffel, 376 U.S. at 230; Compco v. Day-Brite, 376
U.S. at 237-238; Lear v. Adkins, 395 U.S. at 668-675.
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